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Ryan C. Kinter 
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Examiner 



Pan, Daniel H. 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 
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Mail Stop AF 



Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 



Applicants hereby submit the following Arguments, in five (5) or less total pages, as an 
attachment to the Pre- Appeal Brief Request for Review (Form PTO/SB/33). A Notice of Appeal 
is concurrently filed. 



Claims 1-3, 5-6, 8, and 10-20 are pending in the application, with 1, 5, 8, 10, and 15 
being the independent claims. 

In the latest Office Action, mailed on November 28, 2005, claims 1-3, 5-6, 8, and 10-14 
were indicated as being allowed, claim 16 was objected to, and claims 15 and 17-20 were 
rejected under 35 U.S.C. § 101 as being directed to non-statutory subject matter. 

In response to the November 28, 2005 Office Action, Applicants filed a Reply on 
February 28, 2006. In this Reply, Applicants amended claims 15-20. On March 15, 2006, 
Applicants received an Advisory Action indicating that for purposes of an appeal, the 
amendments to the claims would be entered, claims 1-3, 5-6, 8, and 10-14 would be identified as 



Status Of Claims 
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allowed (with suggestions), and claims 15-20 would be rejected under 35 U.S.C. § 101 as being 
directed to non-statutory subject matter. 

Summary Of 35 U.S.C. §101 Issues 

In a telephone conversation with Examiner Daniel Pan on April 25, 2006, following the 
mailing of the March 15, 2006 Advisory action, Applicants' representative was informed that for 
purposes of an appeal, all of the pending claims (including those previously allowed) would be 
rejected under 35 U.S.C. § 101 as being directed to non-statutory subject matter. According to 
Examiner Pan, the basis for rejecting all of the pending claims under 35 U.S.C. § 101 relates to 
paragraph [0054] of the Applicants' application. Paragraph [0054] discloses, in part, that certain 
software related embodiments of the claimed invention can be distributed over a network. See 
lines 12-15 of paragraph [0054]. According to Examiner Pan, new PTO examination guidelines 
require Examiners to reject computer related claims under 35 U.S.C. § 101 whenever the 
specification of an application discloses language similar to that contained in paragraph [0054] 
of applicants' specification. 

Arguments 

Claims 1-3 are directed to a cache controller for use with a processor, claims 5 and 6 are 
directed to a method for mapping an instruction set in a cache controller, and claim 8 is directed 
to a processor. Each of these claims relates to subject matter (e.g., a computer) which is statutory 
under 35 U.S.C. § 101. Thus, any rejection of claims 1-3, 5-6, and 8 under 35 U.S.C. § 101 is 
improper. 

Claims 10-14 are directed to a tangible computer readable medium comprising a 
microprocessor core embodied in software. In 1995, the Commissioner of Patents and 
Trademarks conceded to the U.S. Court of Appeals for the Federal Circuit "that computer 
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programs embodied in a tangible medium, such as floppy diskettes, are patentable subject matter 
under 35 U.S.C. § 101." See In re Beauregard , 53 F.3d 1583 (Fed. Cir. 1995). Thus, any 
rejection of claims 10-14 under 35 U.S.C. § 101 is improper. 

Claims 15-20 are directed to a method for distributing computer readable program code 
that embodies a microprocessor core according to the claimed invention over a network such as, 
for example, the Internet. The Internet has become a common means for businesses to distribute 
computer readable program code to customers, and in many instances, the Internet is replacing 
more traditional distribution means such as floppy diskettes. There is no requirement for method 
claims to be tangible, and it is believed that the act of distributing computer readable program 
code over the Internet does not render otherwise patentable subject matter unpatentable, 
especially in light of the U.S. Court of Appeals for the Federal Circuit holdings in cases such as 
State Street Bank & Trust v. Signature Financial Group, Inc., 149 F.3d 1368 (Fed. Cir.), cert, 
denied 119 S. Ct. 336 (1998) (holding that the question of whether a claim encompasses 
statutory subject matter should not focus on which of the four categories of subject matter a 
claim is directed to ~ process, machine, manufacture, or composition of matter ~ but rather on 
the essential characteristics of the subject matter, in particular, its practical utility), and AT&T 
Corp. v. Excel Communications. Inc. , 173 F.3d 1352 (Fed. Cir. 1999) (holding that computer- 
based programming constitutes patentable subject matter and is patentable under 35 U.S.C. § 
101 if the invention, as a whole, produces a tangible, useful, result). Thus, it is believed that the 
rejection of claims 15-20 is improper. 
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Conclusion 



Applicants respectfully submit that claims 1-3, 5-6, 8, and 10-20 are directed to statutory 
subject matter and, as such, the present application is in condition for allowance. Prompt and 
favorable consideration of Applicants' Pre-Appeal Brief Request for Review is respectfully 
requested. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No. 19-0036. 



Respectfully submitted, 




Virgil L. Beaston 
Attorney for Applicants 
Registration No. 47,415 



Date: April 28, 2006 
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